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Office Action Summary 


Application No. 
09/918,498 


Applicant(s) 


0r 


Sugimoto et al. 



ne MAIUNG MTEo f Ms Miction appears on the cover sheet *ne correspondence address - 

Period for Reply cypirp ; MONTH(S) FROM 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 7 

THE MAILING DATE OF THIS COMMUNICATION^ ^ be ^ ^ ^ S|X (6) M0NTHS <rom the 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36 (a). 

mailina date of this communication. .♦.i.rtoiu minimum of thirty (30) days will be considered timely. 

. ^period for rep* spaced above i, .ess than thirty '"^^^^^JT^ MONTHS from the maiiino date of thh communion. 
. „ NO period fo, reply is specified above, the r^^J^^^L eppl-X to become ABANDONED (35 U.S.C. 5 133). 
-. £££ ^ t ^rS.^ST^ — - -* ■ —,n. even . t.efy fi.d. may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status _ 
1 ) K Responsive to communication(s) filed on Dec 1 7, 2002 


2a) □ This action is FINAL. 2b)K This action is non-final. 

3,D Since this appi,ca*>n is in cnn«on <„ aliowanc. except .0, .or™, matters P£~*" - » •» ™" ,s ls 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. U ^ 

Disposition of Claims pending jp the application . 

4) B Claim(s) 1-10 ■ 

is/are withdrawn from consideratio 

4a) Of the above, claim(s) . . — — 

is/are allowed. 

5) D Claim(s)_ ■ 

is/are rejected. 

6) D Claim(s) 

7) □ Claim(s) . ■ ■ — 

8) ix) Claims U10 . 


is/are objected to. 
are subject to restriction and/or election requirement 


Application Papers 
9)D The specification is objected to by the Examiner 


10)D The drawingls) filed on 


is/are <JP accepted or tffl objected to by the Examiner. 


Aro ,i c ,„, m . y no, « „ ,» ,n. >• « by , he 

1 1 )□ The proposed drawing correction filed on 13 ■ ^ 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § § 1 1 9 and 1 20 

1 3) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a) (d) m. 

a)D All b)D Some* c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

3 □ Copies of the certified copies of the prior* -ocu^ (eceiv^ in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
♦See the attached detailed Office action for a list of the certified copies not received. 

1 4 ) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
a) □ The translation of the foreign language provisional application has been received 

1 Bd Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 121. 

Attachment(s) [pyQ „ 3) pape , No(s) 

1| □ Notice of References Cited (PTO-892) 

- „ • .D-rn Qi«i 51 HI Notice of Informal Patent Application (PTO-1 521 
21 §<1 Notice of Draftspersons Patent Drawing Review (PTO-948) "° 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s|. 6) □ ° th< » : 
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Office Action Summary 


Serial Number: 09/918,498 Pa 9 e 2 

Art Unit: 1724 

Restriction to one of the following inventions is required 

under 35 U.S.C. 121: 

I. Claims 1-5 drawn to an ion chromatography system, 
classified in class 210, subclass 198.2. 

II. Claims 6-10, drawn to a solid material exchanging 
(dispensing) device, classified in class 222, subclass 
52. 

The inventions are distinct, each from the other because: 
Inventions I and II are related as combination and 
subcombination. Inventions in this relationship are distinct if 
it can be shown that (1) the combination as claimed does not 
require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by 
itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the ion 
chromatography system of Group I does not require the specific 
material exchanging means (e.g. having a holding section and a 
chamber associated with this holding section) of Group II, as 
evidenced by claim 1. The subcombination of Group II could be 
used in another system, different from that of Group I. For 
example, this device could be used to exchange sand or activated 
carbon, instead of ion exchange resin, in a filter; or to remove 
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and replenish coffee grounds in an automatic coffee maker. 
Applicant should note that the intended use of the device of 
Group II, i.e. to transfer ion exchanger material, cannot be 
given weight in determining its patentability. It is well 
settled that a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 

2 USPQ2d 1647 (1987) . 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification and divergent subject matter, and 
because the searches for the individual Groups are not 
coextensive, restriction for examination purposes as indicated is 
proper . 

Applicant is advised that the reply to this requirement to 
be complete must include an election of the invention to be 
examined even though the requirement be traversed (37 CFR 1.143). 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to I. Cintins 
whose telephone number is (703) 308-3840. The examiner can 
normally be reached on Monday through Friday from 8:30 AM to 5:00 
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PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. David Simmons, can 
be reached at (703) 308-1972. 

The fax phone numbers for this art unit are: (703) 872-9311 
for "Official" faxes after Final Rejection; (703) 872-9310 for 
all other "Official" faxes; and (703) 872-9492 for "Draft" and 
other "Unofficial" faxes. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0661. 



Ivars C. Cintins 
Primary Examiner 
Art Unit 1724 


I. Cintins 
March 9, 2003 


